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DETAILED ACTION 



Double Patenting 



The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



Claim 1-5, 8-13, 16-21, 24-29, and 31-36 are rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-25 
of U.S. Patent No. 10/054305. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because the instant claims are generally broader 
than the claims in your application. Broader claims in another application constitute 
obvious double patenting of narrow claims in the instant application. 



Claim 1 in application 10/054306 teaches the limitations: 
A remote control system... the improvement in which 
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- a transmitter can be placed in an operate mode and a teach mode (placed in 
different modes), 

- the transmitter transmitting its identification code in both modes but the forms 
of the transmission being different in the two modes (forms different), and 

- the receiver operates to add a received authorization code to its list only if the 
form of the received transmission is that of a transmitter teach mode 
(operates to add when in certain mode). 

And in addition claim 2 of 10/054306 teaches the further limitations: 

- the identification code of a transmitter is automatically changed when the 
transmitter is to have its identification code added to the receiver list (code 
changing). 

Which are evidenced in claim in claim 3 of 10/054305: 

A remote control system... the improvement in which 

- the identification code of a transmitter is automatically changed when the 
transmitter is to have its identification code added to the receiver list (code 
changing) 

- wherein the transmission when an identification code is to be added to the 
receiver list is different in form from the transmission when an identification 
code is not to be added to the receiver list (placed in different modes, 
forms different, operates to add when in certain mode) 

The instant application recites the limitations of teach and operate modes in 
which the receiver operates to add the identification code only in teach mode, which are 
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not specifically recited in application 10/054305 but are encompassed by the inclusion 
of different modes having different forms and adding only in one of the modes. 

It would have been obvious to one skilled in the art at the time of invention to 
recognize the two differing modes in application 10/054305 as teach and operate 
modes as recited in application 10/054306 because the defining of teach and operate 
modes in application 10/054305 only gives titles to the different transmitting forms of 
application 10/054305, which as shown above, perform the same operations such as, 
code changing when added to receiver list, differing forms of transmission, transmitter 
can be placed in different modes, and operates to add when in a certain mode. The 
recitation of different transmitting modes is seen as broader recitations of teach and 
operate modes. 

Claim 3 in application 10/054306 teaches limitations which are evidenced in 
claim 2 of 10/054305: 

Claim 4 in application 10/054306 teaches limitations which are evidenced in 
claim 4 of 10/054305 except for the recitation of a teach mode. 

Claim 5 in application 10/054306 teaches limitations which are evidenced in 
claim 5 of 10/054305 except for the recitation of a teach mode. 

The instant application recites the limitations of transmitting in a teach mode 
which is not specifically recited in 10/054305 but are encompassed by transmitting in a 
different form. 
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It would have been obvious to one skilled in the art at the time of invention 
recognize transmitting in a teach mode as transmitting in a changed form and recognize 
that changing a transmitting form is a broader recitation of teach mode as detailed 
above. 



Claim 9 in application 10/054306 teaches the limitations: 

- means for placing the transmitter in an operate mode and a teach mode 
(means for changing modes), 

- the transmitter transmitting its identification code in both modes but the forms 
of transmission being different in the two modes, and (form of modes is 
different) 

- means in the receiver for controlling the addition of a received authorization 
code to the receiver list only if the form of the received transmission is that of 
a transmitter teach mode (controlling addition in the receiver). 

And claim 10 in application 10/054306 teaches the further limitations: 

- identification code of a transmitter is automatically changed when the 
transmitter is to have its identification code added to the receiver list 
(automatically changing id) 

Which are evidenced in claim 6 of 10/054305: 

- means for automatically changing the identification code of a transmitter when 
the transmitter is to have its identification code added to the receiver list 
(automatically changing id) 
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- the transmission when an identification code is to be added to the receiver list 
is different in form from the transmission when an identification code is not to 
be added to the receiver list (implied means for changing mode, form of 
modes is different, controlling addition in the receiver) 

Claim 12 in application 10/054306 teaches limitations which are evidenced in 
claim 9 of 10/054305 except the recitation of a teach mode. 

The instant application recites the limitations of operating and transmitting in 
teach and operate modes which are not specifically recited in 10/054305 but are 
encompassed by recitation of transmitting in a different forms. 

It would have been obvious to one skilled in the art at the time of invention 
recognize transmitting in teach mode or operate mode as transmitting in a normal or 
changed form and recognize that changing a transmitting forms is a broader recitation 
of teach and operate modes. 

Claim 11 in application 10/054306 teaches limitations which are evidenced in 
claim 7 of 10/054305: 

Claim 13 in application 10/054306 teaches limitations which are evidenced in 
claim 10 of 10/054305 except for teach and operate modes. 

The instant application recites the limitations of operating and transmitting in 
teach and operate modes which are not specifically recited in 10/054305 but are 
encompassed by recitation of transmitting in a different forms. 
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It would have been obvious to one skilled in the art at the time of invention 
recognize transmitting in teach mode or operate mode as transmitting in a normal or 
changed form and recognize that changing a transmitting forms is a broader recitation 
of teach and operate modes. 

Claim 17 in application 10/054306 teaches the limitations: 

- a method for operating at least one remote control transmitter that is 
associated with a receiver (operation) 

- the transmitter transmitting a respective identification code along with an 
operate command (transmit id/operate) 

- the receiver being operable in a learn mode during which it may receive a 
transmitted identification code for addition to its list (receiver list with 
receiver learn mode) 

- the method comprising selectively placing the transmitter in an operate mode 
or a teach mode (selectable transmitter mode) 

- controlling the transmitter to transmit its identification code in both mode but 
the forms of transmission being different in the two modes (modes are 
different but both have id) 

- controlling the receiver to add a received authorization code to the receiver 
list only if the form of the received transmission is that of a transmitter teach 
mode (add id if transmitter in teach mode) 

And claim 18 in application 10/054306 teaches the further limitations: 
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- automatically changing the identification code of a transmitter when the 
transmitter is to have its identification code added to the list (change id when 
in teach mode) 

Which are evidenced in claim 13 of 10/054305: 

- a method for operating at least one remote control transmitter that is 
associated with a receiver (operation) 

- the transmitter transmitting a respective identification code along with an 
operate command (transmit id/operate) 

- the receiver having a list of identification codes associated with authorized 
transmitters (receiver list) 

- the receiver being operable in a learn mode during which it may receive a 
transmitted identification code for addition to its list (receiver list with 
receiver learn mode) 

- the method comprising automatically changing the identification code of the 
transmitter when the transmitter is to have its identification code added to the 
receiver list (change id when in teach mode) 

- the transmission when an identification code is to be added to the receiver list 
is different in form from the transmission when an identification code is not to 
be added to receiver list (implied selectable transmitter mode, and modes 
are different but both have id) 




Application/Control Number: 10/054,306 Page 9 

Art Unit: 2635 

The instant application recites the limitations of operating and transmitting in 
teach and operate modes which are not specifically recited in 10/054305 but are 
encompassed by recitation of transmitting in a different forms. 

It would have been obvious to one skilled in the art at the time of invention 
recognize transmitting in teach mode or operate mode as transmitting in a normal or 
changed form and recognize that changing a transmitting forms is a broader recitation 
of teach and operate modes. 

Claim 19 in application 10/054306 teaches limitations which are evidenced in 
claim 12 of 10/054305: 

Claim 20 in application 10/054306 teaches limitations which are evidenced in 
claim 14 of 10/054305. 

Claim 21 in application 10/054306 teaches limitations which are evidenced in 
claim 15 of 10/054305 except for the recitation of a teach mode and an operate mode. 

The instant application recites the limitations of operating and transmitting in 
teach and operate modes which are not specifically recited in 10/054305 but are 
encompassed by recitation of transmitting in a different forms. 

It would have been obvious to one skilled in the art at the time of invention 
recognize transmitting in teach mode or operate mode as transmitting in a normal or 
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changed form and recognize that changing a transmitting forms is a broader recitation 
of teach and operate modes. 

Claim 25 in application 10/054306 teaches the limitations: 

- a transmitter can be placed in an operate mode and a teach mode (different 
modes) 

- the transmitter transmitting its identification code in both modes but the forms 
of transmission being different in the two modes (forms different between 
modes) in order to enable the receiver to add a received authorization code 
to its list only if the form of the received transmission is that of a transmitter 
teach mode (only add to receiver list when in specific mode) 

And claim 26 in application 10/054306 teaches the further limitations: 

- means for automatically changing the identification code of the transmitter 
when the transmitter is to have its identification code added to the receiver list 
(automatically change identification code) 

Which are evidenced in claim 18 of 10/054305: 

- the identification code of the transmitter is automatically changed when the 
transmitter is to have its identification code added to the receiver list 
(automatically change identification code) 

- the transmission when an identification code is to be added to the receiver list 
is different in form from the transmission when an identification code is not to 
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be added to the receiver list (different forms/modes, add to receiver list 



when in specific mode) 



The instant application recites the limitations of operating and transmitting in 
teach and operate modes which are not specifically recited in 1 0/054305 but are 
encompassed by recitation of transmitting in a different forms. 

It would have been obvious to one skilled in the art at the time of invention 
recognize transmitting in teach mode or operate mode as transmitting in a normal or 
changed form and recognize that changing a transmitting forms is a broader recitation 
of teach and operate modes. 

Claim 27 in application 10/054306 teaches imitations which are evidenced in 
claim 17 of 10/054305: 

Claim 28 in application 10/054306 teaches limitations which are evidenced in claim 19 
of 10/054305 except for the recitation of a teach mode. 

The instant application recites the limitations of transmitting in a teach mode 
which is not specifically recited in 10/054305 but are encompassed by transmitting in a 
different form. 

It would have been obvious to one skilled in the art at the time of invention 
recognize transmitting in a teach mode as transmitting in a changed form and recognize 
that changing a transmitting form is a broader recitation of teach mode. 
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Claim 29 in application 10/054306 teaches limitations which are evidenced in claim 20 
of 10/054305: 

The instant application recites the limitations of operating and transmitting in 
teach and operate modes which are not specifically recited in 10/054305 but are 
encompassed by recitation of transmitting in a different forms. 

It would have been obvious to one skilled in the art at the time of invention 
recognize transmitting in teach mode or operate mode as transmitting in a normal or 
changed form and recognize that changing a transmitting forms is a broader recitation 
of teach and operate modes. 

Claim 31 in application 10/054306 teaches the limitations: 

- means for placing the transmitter in an operate mode and a teach mode 
(means for changing modes) 

- the transmitter transmitting its identification code in both modes but the forms 
of transmission being different in the two modes in order to enable the 
receiver to add a received authorization code to its list only if the form of the 
received transmission is that of a transmitter teach code (form of modes 
different, controlling addition in the receiver) 

And claim 32 in application 10/054306 teaches the further limitations: 

- means for automatically changing the identification code of the transmitter 
when the transmitter is to have it identification code added to the receiver list 
(automatically changing id) 
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Which are evidenced in claim 21 of 10/054305: 

- means for automatically changing the identification code of the transmitter 
when the transmitter is to have its identification code added to the receiver list 
(automatically changing id) 

- the transmission when an identification code is to be added to the receiver list 
is different in form from the transmission when an identification code is not to 
be added to receiver list (implied means for changing modes, form of 
modes is different, controlling addition in the receiver) 

The instant application recites the limitations of operating and transmitting in 
teach and operate modes which are not specifically recited in 10/054305 but are 
encompassed by recitation of transmitting in a different forms. 

It would have been obvious to one skilled in the art at the time of invention 
recognize transmitting in teach mode or operate mode as transmitting in a normal or 
changed form and recognize that changing a transmitting forms is a broader recitation 
of teach and operate modes. 

Claim 33 in application 10/054306 teaches limitations which are evidenced in 
claim 22 of 10/054305: 

Claim 34 in application 10/054306 teaches limitations which are evidenced in 
claim 24 of 10/054305 except for the recitation of a teach mode. 
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The instant application recites the limitations of transmitting in a teach mode 
which is not specifically recited in 10/054305 but are encompassed by transmitting in a 
different form. 

It would have been obvious to one skilled in the art at the time of invention 
recognize transmitting in a teach mode as transmitting in a changed form and recognize 
that changing a transmitting form is a broader recitation of teach mode. 

Claim 35 in application 10/054306 teaches limitations which are evidenced in 
claim 25 of 10/054305: 

The instant application recites the limitations of operating and transmitting in 
teach and operate modes which are not specifically recited in 10/054305 but are 
encompassed by recitation of transmitting in a different forms. 

It would have been obvious to one skilled in the art at the time of invention 
recognize transmitting in teach mode or operate mode as transmitting in a normal or 
changed form and recognize that changing a transmitting forms is a broader recitation 
of teach and operate modes. 

Claims 8, 16, 24, 30, and 36 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over 
claims 3, 6, 13, 16, and 23 respectively of copending Application No. 10/054305 in view 
of Tanaka. 
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Application No. 10/054305 does not teach that the mode of operation is 
controlled by the length of time a button is pressed. 

Tanaka teaches of transmitting differing signals dependent on the length of time 
a button is pressed such as "click and drag" function of the mouse. In addition, it is well 
known in the area of electronic device usage that an extended click can be used for 
controlling the actions of the computer. 

It would have been obvious to one skilled in the art at the time of invention to 
combine the teachings of 10/054305 with the suggestions of Tanaka to change the form 
of transmission upon the depression of a button for an extended period of time because 
Tanaka suggests that additional functions can be achieved from a one or two button 
mouse by considering the length of time depressed (Col 10, lines 24-33) 

This is a provisional obviousness-type double patenting rejection. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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Claims 1, 9, 17, 25, and 31 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Benayoun et al (heretofore Benayoun). 

In reference to claim 1 , Benayoun teaches of a remote control system (wireless 
mouse) that has a transmitter for transmitting an identification code and a receiver for 
receiving the identification code (identification stored in PROM 44, paragraph 
[0026]). Benayoun teaches of the improvements such as 

- the transmitter can be placed in an operate mode and a teach mode (sync 
mode and operating mode corresponding to teach mode and operate 
mode respectively, paragraph [0027]) 

- the transmitter transmitting its identification code in both modes but the forms 
of the transmission being different in the two modes (first byte V, represents 
Vendor code shown as being transmitted in multiple modes, paragraph 
[0036-0037]), 

- the receiver operates to add a received authorization code to its list only if the 
form of the received transmission is that of a transmitter teach code (fig 9-a, 
block 904 shows receiver only synchronizes/learns if transmitter 
transmits a sync frame, transmission of the Sync_PC_ACK frame at 
step 914 is an indication by the PC that the transmitter's code was 
added the receivers list) 

In reference to claim 9, Benayoun teaches of a remote control system in which 
the improvement comprises 
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- means for placing the transmitter in an operate mode and a teach mode 
(push button 20) 

- the transmitter transmitting its identification code in both modes but the forms 
of transmission being different in the two modes (first byte V, represents 
Vendor code shown as being transmitted in multiple modes, paragraph 
[0036-0037]) 

- means in the receiver for controlling the addition of a received authorization 
code to the receiver list only if the form of the received transmission is that of 
a transmitter teach code (keyboard PAD = "S" controls addition of 
received authorization code only if Sync/teach frame has been sent, see 
Fig 9-a). 

In reference to claim 17, Benayoun teaches of a method for operating a remote 
control transmitter with 

- the transmitter transmitting a respective identification code along with an 
operate command (first byte V, represents Vendor code shown as being 
transmitted in multiple modes, paragraph [0036-0037]) 

- the receiver having a list of identification codes associated with authorized 
transmitters (receiver sync's with transmitter, thus implied authorization 
of transmitter through receipt of identification code) 

- the receiver being operable in a learn mode during which it may receive a 
transmitted identification code for addition to its list (keyboard PAD = "S" 
controls learn mode/operate mode, see Fig 9-a). 
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- selectively placing the transmitter in an operate mode or teach mode (push 
button 20) 

- controlling the transmitter to transmit its identification code in both modes but 
the forms of transmission being different in the two modes (first byte V, 
represents Vendor code shown as being transmitted in multiple modes, 
paragraph [0036-0037]) 

- controlling the receiver to add a received authorization code to the receiver 
list only if the form of the received transmission is that of a transmitter teach 
mode (keyboard PAD = "S" controls addition of received authorization 
code only if Sync/teach frame has been sent, see Fig 9-a) 

In reference to claim 25, Benayoun teaches of a transmitter in which the 
improvement consist 

- the transmitter can be placed in an operate mode and a teach mode (sync 
mode and operating mode, paragraph [0027]) 

- the transmitter transmitting its identification code in both modes but the forms 
of transmission being different in the two modes (first byte V, represents 
Vendor code shown as being transmitted in multiple modes, paragraph 
[0036-0037]) in order to enable the receiver to add a received authorization 
code to its list only if the form of the received transmission is that of a 
transmitter teach mode (fig 9-a, block 904 shows receiver only 
synchronizes/learns if transmitter transmits a sync frame) 
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In reference to claim 31 , Benayoun teaches of a transmitter for a remote control 
system, with the remote control system having: 

- a receiver that stores a list of identification codes associated with authorized 
transmitters, the receiver being operable in a learn mode during which it may 
receive an identification code for addition to its list (receiver sync's with 
transmitter, thus implied authorization of transmitter through receipt of 
identification code, receiver taught as above in claim 17) 

transmitter having: 

- a means for placing the transmitter in an operate mode and a teach mode 
(sync mode and operating mode, paragraph [0027]) 

- the transmitter transmitting its identification code in both modes but the forms 
of transmission being different in the two modes (first byte V, represents 
Vendor code shown as being transmitted in multiple modes, paragraph 
[0036-0037]) in order to enable the receiver to add a received authorization 
code to its list only if the form of the received transmission is that of a 
transmitter teach mode (fig 9-a, block 904 shows receiver only 
synchronizes/learns if transmitter transmits a sync frame) 

Thus, Benayoun anticipates claims 1, 9, 17, 25, and 31. 



Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 8, 16, 24, 30, and 36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Benayoun in view of Tanaka. 

In regards to claim 8, claim 1 is taught as above. Benayoun does not teach that 
the mode of operation is determined by the length of time that the button is depressed. 
Tanaka suggests transmitting differing signals dependent on the length of time a button 
is pressed such as "click and drag" function of the mouse. In addition, it is well known in 
the area of computer usage that an extended click can be used for controlling the 
actions of the computer. 

It would have been obvious to one skilled in the art at the time of invention to 
combine the teachings of Benayoun with the suggestions of Tanaka to change the form 
of transmission upon the depression of a button for an extended period of time because 
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Tanaka suggests that additional functions can be achieved from a one or two button 
mouse by considering the length of time depressed (Col 10, lines 24-33) 

In regards to claim 16, claim 9 is taught as above. Claim 9 is taught similar to 
claim 8 above. 

In regards to claim 24, claim 17 is taught as above. Claim 24 is taught similar to 
claim 8 above. 

In regards to claim 30, claim 25 is taught as above. Claim 30 is taught similar to 
claim 8 above. 

In regards to claim 36, claim 31 is taught as above. Claim 36 is taught similar to 
claim 8 above. 

Thus, Benayoun and Tanaka teach all the limitations of claims 8, 16, 24, 30, and 

36. 

Allowable Subject Matter 

Claims 2-7, 10-15, 18-23, 26-29, and 32-35 are objected to as being dependent 
upon a rejected base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims, and further 
filing a terminal disclaimer with respect to application 10/054305. 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Clark et al. (heretofore Clark) teaches of a remote control system 
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with teach/learn setting of identification code in which the receiver teaches that 
transmitter which codes to associate to which button and which identification code to 
use. 



The prior art of record fails to teach or suggest a transmitter with teach/operate 
modes that has its identification code automatically changed when added to the 
receiver's authorization list (teach mode). The prior art does not teach of a receiver that 
changed the transmitters identification code when adding the transmitter to the 
receivers authorization list (a learning transmitter). 

The prior art does not teach of a transmitter with teach/operate modes that has 
its identification code automatically changed, wherein the new identification code is 
randomly generated and cannot be traced to the previous identification code. The prior 
art does teach of receivers that generated new identification codes that were randomly 
generated and could not be traced to the previous identification code, in addition, rolling 
codes were considered relevant. 

The prior art of record fails to teach or suggest a transmitter that when put into 
teach mode operates several times in teach mode at the push of a button. The prior art 
does teach of transmitters that repeated the identification code sequence several times 
quickly to ensure that the receiver obtained sufficient data to correctly decode the 
transmitters identification code. 

The prior art of record fails to teach or suggest that received transmitter 
commands are ignored when the receiver is placed in the learn mode. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nicholas L Linnenkamp whose telephone number is 
(703) 305-8701. The examiner can normally be reached on 8:00-5:00 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Horabik can be reached on (703) 305^4704. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Nicholas L Linnenkamp 

Examiner 

Art Unit 2635 
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